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Before Goldstein, w. Smith and Haight, Examiners-in-Chief . . 
Goldstein, Examiner-in-Chief . 

This appeal is frorn the examiner's final rejection of 
Claims 1 ton. There are no allowed Claims. Illustrative claims 
i. 7 and 8 are reproduced below. 

comprises/' ''^ P"'^"'=i"S a ™a'"n«alian peptide which 

comprislng^"*^"^ ""^""^ containing an integrated sequence . 

transcript!on'(U I'uanliri.Mon'! IJ'r'"^ ^""^ direction of 
region fSnctioial in Lid JJaJt cenf^r^^'^'^'*^"?^^ initiation 
coding for said. .ammallSS Si??Le"i^d [IJ \ ?e\^"?Sa^f iV^e^ion . 

said ".am.a^^'n%t!^e,'a^^'""^ '^^ expressed to produce ^ 
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plant cell'^SipJien'ts"'' Peptide substantially free of 

comprises, " ""^""^ P^otl^clng an interferon which 
co^prising?"*""^. ^'^"^ cells containing an integrated sequence 

transcriptLn''(!S ^''fr^nscriptlonaJ'anS'^r^ direction of 

region functional in said JlaSt celir^nri r^l'4°2^i initiation 
Which regulates expression o^ a "oul aS^e f^l"'' ^1°" f ^^9^°" 
coding for an interferon and f-? = 'J^^ ^ structural gene 

in said plant cells, ' ^ termination region functional 

. said inter?ero.nfand^' structural gene is expressed to produce 

cell compoilnJl?^"^ "''^ interferon substantially free of plant 

cells are dlcofyriJo^^'pL'nrSjrfs'anS^''"'.': T*^"^^" said plaht 
con,prises a second expression JLsettp L ^'"^?^'!'"'^^"^"^^^^ 
transcription (1) a transcrint^nn^f w ^^"9,^" direction of 
region functional L LiTpla'Jt cells ^21^'?''°?"' initiation 
coding for an enzyme which Srts antih?nff ^'^^^^tural gene 
a T-ONA boundary. imparts antibiotic resistance, and (3) 

References relied -upon by the examiner on appeal are: 

Voll5ol"'' ii^iilS. vol. 295. February 1982, pages 

Jyl'iel! ^^iinSi. vol. 222. November 1983. pages 

Jls^'SalJiMlMS.^^- (Herrera-Estrella). vol. 310. 3oly 

p:9el"27l3!273ir^''^"^' Vol. 3. No. 12. 198.. 

. Goodman. et a 1 . (Goodman). Science. Vol. 236. April 1987. pages- 

Reference of record discussed in the following opinion. ■■ 

All of the appealed claims have been finally rejected 
under, either or both of 35 USC 103 and 112. There have been some 
clear errors in keeping track of which claims were subject to 
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exactly which grounds of rejection throughout the -prosecution of 
this application. However, it is clear that these inadvertent 
errors have not clouded the issues, which have baen clearly 
defined by both the e.a.iner and appellants on the record. The 
Claims Which, in our view, correspond to the different grounds of 
rejection based on the correspondence of the claimed subject 
-tter to the issues raised by the rejection m each case are as 



follows . 



With respect to the rejection under 35 USC 103 for 
Obviousness, clai.s 1 to ... to 8 and ,0 to 12 have been rejected 
as being unpatentable over the combined teachings of Murai and 
Gray. Herrera-Estrella has been considered additionally with 
respect to claio, 5, and Velten has been considered additionally 
wUh respect to clai.s 9 and 13. The situation with regard to the 
rejection over prior art is simplified by appellants' acknowledge- 
ment that patentability of all of the claims rests on the 
unobviousness of the broadest claims over th, basic combination of 
Murai. and Gray, 

The basis of the rejection under 35 USC 112 for lack of 
- enabling disclosure is the failure to specify the mammalian • 
gene to be expressed, the vector for its expression and (in the 
process claims) the host in which the vector operates. . m the 
rxnal rejection, all three of these criteria were considered 
together, m the answer on appeal, the examiner has stated two 
separate rejections, one limited to the specific gene and the 
other limited to the vector and host. Since we agree with the 
examiner's position with regard to all three limitations, we shall ■ 
s.mply distinguish those claims which recite all three Cor. in the 
case Of the ••construct" or "expression cassette" claims, the two 
relevant ones) from those which do not, i.e.. we shall treat the 
two rejections as one. in the manner of the. final rejection. Thus 
the Claims which are subject to the rejection under. 35 USC 112 
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because they do not recite all of the essential limitations, are 
claims 1 to 7 and 10 to 12. The claims which are free of this re- 
jection, are claims 8, 9 and 13. To illustrate this distinction, 
we have above reproduced claim 8 together with claim 7, from which 
it depends, and claim 1. 

. With respect to the rejection under 35 USC 103, we find 
appellants' arguments convincing of error on the part of the ex- 
aminer. The state .of the art illustrated on this entire record, 
including the discussion of the prior art in the original specifi- 
cation as filed, the references now relied on by the examiner and 
all of the additional references of record,, is clearly such. that 
motivation existed to do that which appellants have done and here 
claimed. The evidence also illustrates that success has been 
achieved in performing related but not identical biotechnological 
syntheses. A . nonmammalian eukaryotic gene has been expressed in a 
plant cell (Murai). A mammalian gene has been expressed in a . 
eukaryotic animal cell, but not a plant cell (Gray). However, the 
only report before us concerning the expression of a mammalian 
gene in cells of higher plants is the Shaw article which reports . 
the transfer of the mammalian gene to the plant genome: but failure 
to obtain expression, which apparently failed at the transcription 
stage (see the last sentence of the summary). 

The examiner has failed to indicate how,, from the prior 
art evidence of record, one of ordinary skill in. the relevant art. 
would have known what modifications to make in the various prior 
art procedures to obtain a result different from that reported in 
the Shaw article for example. In the absence of such an explana- 
tion, we find* that appellants' claims would not have been obvious 
under 35 U5C 103 based on this record and the examiner's explica-. 
t ion thereof. ' , 

We shall affirm .the examiner*s rejection of claims 1 to . 
1, and .10 to 12. under the first paragraph of 35 USC 112. 
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It appears to have been accepted by the examiner that 
the experimental portion of appellants' specification enables one 
of ordinary skill in the relevant art to repeat that which appel- 
lants have done, i.e^, obtain the expression of an interferon gene 
through the use of a transformed Ti-plasmid in dicotyledonous' 
plant cells. In view of the very same high order of unpredict- 
ability of success in extrapolating reported procedures to dif- 
ferent-systems, e.g., different genes, different vectors and 
different hosts, discussed above, appellants* . arguments that their 
disclosure enables one of ordinary skill to practice the inven- 
tions claimed more generally in the broader claims without the 
exercise of undue experimentation are unreasonable on their face. 

From the arguments presented by appell ants in their 
brief on appeal, it appears that they have also taken the more 
extreme position that no amount of experimentation would be undue 
and that, having carried out one success ful , specific biosynthe- 
sis, they are per se entitled to claim the entire concept dis- 
closed as a research goal in the prior art of record. 

The factors to be taken into consideration in deter- 
mining whether or not this amount of experimentation required to 
practice the subject matter of a patent claim is unduly burdensome 
under >5 USC 112 have been discussed at great length in reported 
prior decisions. See, for example, Ex parte Forman , 230 USPQ 546 
(BPAI I9863i Ex parte Jackson , 217 USPQ 804 (Bd. App. 1982). We 
shall not burden the present record with a repetition of \that 
entire discussion here. It is amply clear from appellants' argu- 
ments that they have not taken cognizance of those factors. They 
have expressed their opinion that it is not necessary to enable 
one of ordinary skill in the relevant art "to avoid the expen- 
diture of .sweat and monies which, applicants expended at a time 
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when they could not be certain of success" (brief on appeal, page 
8} and that it is acceptable to require those of ordinary skill , 
in practicing the invention, "to carry out the peeling of onions, 
the cutting of meat and the preparing of stew in order to have the 
dinner" [brief on appeal, page 83. These statements are entirely 
antithetical to the policy expressed in the enablement requirement 
of 35 use 112. In the present case, appellants have, emphasized 
the "high degree of unpredictability of success" in modifying spe- 
cific known procedures in this field (brief on appeal , ' page 21 ) , 
and nowhere on this record can one find any indication of what 
specific modifications of the Shaw process, for example, were 
responsible for appellants' success relative to the incompletely 
satisfactory results obtained by Shaw. Thus, their position on 
the issue of undue experimentation is particularly untenable on 
this record. 

The examiner' s rejection of claims 1 to 7 and 10 to 12 
is affirmed. The rejection of claims 8, 9 and. 13 is reversed. 

No time period for taking any subsequent action in'con- 
nection with this appeal may be extended under 37 CFR 1.136(a), 
See the final rule notice, 54 r.R. 295A8 (July 13, 1989), 1105 
O.G. 5 (August 1, 1989 3- 
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